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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-12,14,17-28,30-39,42,43,52,59-72,75-85 and 88 are rejected under 35 
U.S.C. 102(e) as being Zimgibl by US Patent 6,829,334. 

Regarding claim i, Zimgibl teaches a method, comprising the steps of: 

(a) offering, to a recipient of voice mail services, a subscription to voice mail messages 
pertaining to a particular subject matter, (col. 7, lines 8-35); and 

(b) providing to said recipient, pursuant to said offering, a voice mail message pertaining 
to the particular subject matter, (col. 9, lines 52-63). 

Regarding claim 2, Zimgibl, teaches a method comprising the steps of: 

(a) identifying recipients of voice mail services who have elected to subscribe to voice 
mail messages pertaining to a particular subject matter, (col. 4, lines 50-63); and 

(b) providing to said identified recipients a voice mail message pertaining to the 
particular subject matter, (col. 9, lines 52-63; col. 23, lines 10-15) 

Regarding claim i, Zimgibl teaches a method, comprising the steps of: 
(a) offering, to recipients of voice mail services, subscriptions to voice mail messages 
pertaining to one or more particular subject matters, (col. 7, lines 8-35) 
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(b) at periodic intervals, (i) identifying those recipients who have elected to subscribe to 
voice mail messages of said offering, (col. 4, hnes 50-63) and (ii) providing to said identified 
recipients a voice mail message of said offering, (coL 9, lines 52-63; col 23, lines 10-15). 

Regarding claims 4 and 20, Zimgibl, as applied to claims 3 and 19, teaches wherein said 
step of offering includes offering to provide a subscription to voice mail messages pertaining to a 
single particular subject matter, (col. 7, lines 8-35). 

Regarding claims 5 and 21, Zimgibl, as apphed to claim 3, teaches wherein said step of 
offering includes offering to provide a subscription to voice mail messages pertaining to a 
plurahty of particular subject matters, (col. 7, lines 8-35). 

Regarding claims 6 and 22, Zimgibl, as applied to claim 5, teaches, wherein subscription 
to voice mail messages is offered on a per subject matter basis, (col. 7, lines 8-35). 

Regarding claims 7 and 23, Zimgibl, as applied to claim 6, teaches charging a 
subscription fee on a per subject matter basis, (col. 28, lines 45-59). 

Regarding claims 8 and 24, Zimgibl, as applied to claim 5, teaches receiving, from a 
particular recipient electing to subscribe to voice mail messages, an identification of a selection 
of particular subject matters out of the plurality of particular subject matters of said offering, 
(col. 7, lines 8-35). 

Regarding claims 9-11,25,26,82 and 83, Zimgibl, as applied to claim 3, teaches wherein 
said periodic intervals comprises days, weeks and months (col. 11, line 64-coL 12, line 13). 

Regarding claims 12 and 28, Zimgibl, as applied to claim 3, teaches charging a fee for 
the subscription to the voice mail messages of said offering, (col. 28, lines 45-59). 
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Regarding claims 14J7,52,S9,72,75,85 and 88, Zimgibl, as applied to claim 3, teaches 
wherein a particular subject matter comprises sports and new topics, (coL 9, lines 52-64). 

Regarding claim 18, Zimgibl teaches a voice mail message subscription service 
including a method, (abstract), the method comprising the steps of: 

(a) offering to provide (i) voice mail services and, in conjunction therewith, (ii) a 
subscription to voice mail messages pertaining to one or more particular subject matters, (col. 7, 
lines 8-35); and 

(b) at periodic intervals, (i) identifying recipients of the voice mail services of said 
offering who, pursuant to said offering, have elected to subscribe to the voice mail messages of 
said offering, (col. 4, lines 8-35), and (ii) providing to said identified recipients a voice mail 

' message of said offering, (col. 9, lines 52-63; col. 23, lines 10-15). 

Regarding claim 19, Zimgibl teaches a voice mail message subscription service 
including a method, (abstract), the method comprising the steps of: 

(a) offering to provide, to recipients of voice mail services, subscriptions to voice mail 
messages pertaining to one or more particular subject matters, (col. 7, lines 8-35); and 

(b) at periodic intervals, (i) identifying recipients of the voice mail services who, pursuant 
to said offering, have elected to subscribe to voice mail messages of said offering, (col. 9, lines 
52-63; col. 12, lines 10-15), and (ii) providing to said identified recipients a voice mail message 
of said offering, (col. 11, line 64-coL 12, line 13). 

Regarding claims 27 and 84, Zimgibl, teaches wherein said periodic intervals are 
intermittent, (col. 11, line 64-col. 12, line 13). 
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Regarding claim 30, Zimgibl, as applied to claim 19, teaches wherein said step of 
providing to said identified recipients a voice mail message of said offering comprises the step of 
making a voice mail message of said offering accessible for listening by each of said identified 
recipients, (col. 9, lines 52-63). 

Regarding claim 31, Zimgibl, as applied to claim 19, teaches wherein said step of 
providing to said identified recipients a voice mail message of said offering comprises the step 
of, for each particular one of said identified recipients, playing the same digital audio file that 
represents said provided voice mail message of said offering, (col. 4, lines 50-63). 

Regarding claim 32, Zimgibl, as applied to claim 1 9, teaches wherein said step of 
providing to said identified recipients a voice mail message of said offering comprises the step 
of, for each particular said identified recipient, distributing to a voice mail inbox of the particular 
said identified recipient a digital audio file that represents said provided voice mail message of 
said offering, (col. 4, lines 50-63; col. 9, lines 52-63). 

Regarding claim 33, Zimgibl, as applied to claim 19, teaches wherein said step of 
providing to said identified recipients a voice mail message of said offering comprises the step 
of, for each particular said identified recipient, copying to a voice mail inbox of the particular 
said identified recipient a digital audio file that represents said provided voice mail message of 
said offering, (col. 23, lines 9-15). 

Regarding claim 34, Zimgibl, as applied to claim 19, teaches wherein a voice mail 
service provider that provides voice mail services to the recipients also performs the steps of the 
method, (col. 2, lines 8-23). 
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Regarding claim 55, Zimgibl, as applied to claim 34, teaches wherein said step of 
providing the voice mail message comprises the steps, by the voice mail service provider, of 
receiving the voice mail message, and then making the voice mail message accessible through 
voice mail for recipient hstening, (coL 9, lines 52-63). 

Regarding claim 36, Zimgibl, as applied to claim 34, teaches wherein said provided 
voice mail message is created by other than the voice mail service provider, (col. 7, lines 8-23). 

Regarding claim 37, Zimgibl, as applied to claim 34, teaches wherein said provided 
voice mail message is created by a voice mail message provider, (col. 7, lines 8-35). 

Regarding claim 38, Zimgibl, as applied to claim 37, teaches wherein said voice mail 
message provider is different from the voice mail service provider, (fig. 4). 

Regarding claim 39, Zimgibl, as applied to claim 37, teaches charging a fee for said 
providing of the voice mail message pertaining to the particular subject matter, (col. 28, lines 45- 
59). 

Regarding claim 42, Zimgibl, as appUed to claim 19, teaches wherein the provision of a 
subscription to voice mail messages pertaining to one or more particular subject matters 
represents an optional add-on service to the voice mail services, (abstract). 

Regarding claim 43, Zimgibl, as applied to claim 1 9, teaches creating said provided 
voice mail message of said offering, (col. 7, lines 8-35). 

Regarding claim 60, Zimgibl teaches a method of providing audible messages that 
pertain to one or more particular subject matters to subscribers who have elected to receive the 
audible messages, (col. 7, lines 8-35), the method comprising the steps of: 
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(a) maintaining subscriber specific records, each record including one or more 
distribution indicators of a respective subscriber, each distribution indicator corresponding to a 
particular subject matter for which the respective subscriber has elected to receive audible 
messages, (col 19, lines 66-coL 20, line 14,39-50); 

(b) creating an audible message pertaining to a certain one of the particular subject 
matters, (col. 11, lines 51-63); 

(c) associating a distribution indicator with said created audible message, said associated 
distribution indicator corresponding to the certain one of the particular subject matters, (col. 11, 
line 64-col. 12, line 8); and 

(d) distributing said created audible message to each subscriber whose record includes the 
distribution indicator corresponding to said associated distribution indicator of said created 
audible message, (col. 9, lines 52-63). 

Regarding claim 61, Zimgibl, as applied to claim 60, teaches wherein each subscriber 
specific record further includes a destination indicator for the subscriber, (col. 20, line 56 - col. 
21, line 11). 

Regarding claim 62, Zimgibl, as applied to claim 61, teaches wherein a destination 
indicator comprises a telephone number, (col. 21, lines 5-1 1). 

Regarding claim 63, Zimgibl, as applied to claim 62, teaches wherein a destination of the 
destination indicator comprises a telephone, a telephone answering machine, a voice mail inbox, 
or a telephone answering service, (col. 20, line 56-coL 21, line 1 1). 
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Regarding claim 64, Zimgibl, as applied to claim 61, teaches wherein distributing the 
audible message comprises transmitting the audible message as a telephony signal in real time, 
(coL 9, line 52-63). 

Regarding claim 65, Zimgibl, as applied to claim 61, teaches wherein distributing the 
audible message comprises transmitting the audible message in data packets, (col. 24, lines 1 7- 
25). 

Regarding claim 66, Zimgibl, as applied to claim 61, teaches wherein the audible 
message comprises a digital audio file, (col. 9, lines 52-63). 

Regarding claim 67, Zimgibl, as applied to claim 61, teaches wherein a destination 
indicator comprises an email address, (col. 24, lines 17-25; col. 25, lines 16-23). 

Regarding claim 68, Zimgibl, as applied to claim 60, teaches wherein distributing the 
audible message comprises distributing an indication of availabihty of the audible message, (col. 
9, lines 52-63). 

Regarding claim 69, Zimgibl, as applied to claim 60, teaches prior to the step of 
distributing the audible message, the step of generating an indication of availability of the 
audible message, (col. 9, lines 52-63). 

Regarding claim 70, Zimgibl, as applied to claim 60, teaches receiving from a particular 
subscriber an election to receive audible messages pertaining to another particular subject matter, 
and including in the record of the particular subscriber a distribution indicator corresponding to 
this other particular subject matter, (col. 7, lines 8-35). 

Regarding claim 71, Zimgibl, as applied to claim 60, teaches receiving from a new 
subscriber an election to receive audible messages pertaining to a particular subject matter, and 
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generating a new record for the new subscriber, said generated record including a distribution 
indicator corresponding to the particular subject matter of the election, (col. 4, lines 50-63). 

Regarding claim 76^ Zimgibl teaches an audible message subscription service, (abstract), 
including a method comprising the steps of: 

■ 

(a) identifying recipients who have elected to subscribe to audible messages pertaining to 
one or more predefined subject matters, (col. 19, line 60-col. 20, line 14); 

(b) creating an audible message pertaining to a particular one of the predefined subject 
matters, (col. 1 1 , lines 5 1 -63); and 

(c) providing said created audile message to said identified recipients, (col. 9, lines 52- 

63). 

Regarding claim 77^ Zimgibl, as applied to claim 76, teaches the step of offering to 
provide subscriptions to audible messages pertaining to the predefined subject matters, and 
wherein said identified recipients have elected to subscribe to the audible messages in response 
to said offering, (col. 7, lines 8-35). 

Regarding claim 78^ Zimgibl, as applied to claim 77, teaches wherein said step of 
offering includes offering to provide a subscription to audible messages pertaining to a single 
predefined subject matter, (col. 7, lines 8-35). 

Regarding claim 79^ Zimgibl, as applied to claim 77, teaches wherein said step of 
offering includes offering to provide a subscription to audible messages pertaining to a plurality 
of predefined subject matters, (col. 7, lines 8-35). 

Regarding claim 80, Zimgibl, as applied to claim 79, teaches receiving, fi*om a particular 
recipient electing to subscribe to audible messages, an identification of a selection of predefined 
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subject matters out of the plurality of predefined subject matters of said offering, (col. 7, lines 8- 
. 35). 

Regarding claim 81, Zimgibl, as applied to claim 76, teaches repeating steps (b) and (c) 
at periodic intervals, (col 11, line 64-col. 12, line 13). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are apphed for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. This application currently names joint inventors. In considering patentabihty of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was conmionly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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6. Claims 15,16,44-51,53-58,73,74,86 and 87 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zimgibl in view of well known prior art, MPEP 2144.03 

Regarding claims 15,16,44-51,53-58,73,74,86 and 87, Zimgibl, teaches of providing the 
user subject based content including but not limited to sports, stock quotes and news. Zimgibl 
does not specifically teach that the subject matter may comprise a religious topic, political topic 
or including voice of famous persons, racing topic, fishing topics. However, the Examiner 
believes that the above claims are only directed to the content of what is being sent and where 
the only difference between a prior art product and a claimed product is message content/matter 
that is not fimctionally related to the product, the content of the message will not distinguish the 
claimed product for the prior art. In re Ngai, 70 USPQ 2d, 1862 (CAFC 2004). 

Nonetheless, the Examiner takes Official Notice that changing the content of a voice 
message to include racing, fishing, political, religious and sports topics was well known in the art 
and it would have been obvious to one of ordinary skill in the art to change the content of the 
message to be at least one of the above topic so that the content providers can reach out to more 
subscribers by having topics that everyone would like to listen to on a periodic basis. 

7. Claims 13,29,40 and 41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Zimgibl in view of Saylor US Patent 6,792,086. 

Regarding claims 13, 29, 40 and 41, Zimgibl, as applied to claims 3 and 39, teaches of 
charging a fee for the subscription-based service. Zimgibl teaches that a user is billed based on 
the voice services provide. Zimgibl does not specifically teach where no fee is charged for the 
subscriber to the voice mail messages or that the fee is allocated between the voce mail service 
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provider, voice mail message provider and an organization associated with the particular subject 
matter. 

In the same field of endeavor, Saylor teaches wherein no fee is charged for the 
subscription to the voice mail messages of said offering, (col. 6, lines 7-20), allocating said 
charged fee between the voice mail service provider and the voice mail message provider (col. 
20, hnes 1 1-33) and allocating said charged fee between the voice mail service provider, the 
voice mail message provider, and an organization associated with the particular subject matter, 
(col. 20, lines 11-33). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the fee based structure of Zimgibl by not charging a fee or by 
allocation the fee to different entities as taught by Saylor so that user can be encourage to use the 
service if their was no fee and so that network entities that provide the service can be paid for 
providing the service if a fee is used. 

Conclusion 

8. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
or faxed to: 

(703) 872-9306, (for formal conmiunications intended for entry) 
Or: 

(703) 872-9306, (for informal or draft commxmications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to: 
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220 20"" Street S. 

Crystal Plaza two, Lobby, Room 1B03 
Arlington, VA 22202 



9. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Ovidio Escalante whose telephone number is 703-308-6262 (571- 

■ 

272-7537 After March 22, 2005). The examiner can normally be reached on M-Th from 6:30 to 
4:00. The examiner can also be reached on alternate Fridays, 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan S Tsang can be reached on 703-305-4895 (571-272-7547 After March 22, 2005). 
The ftix phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Ovidio Escalante 
Examiner 
Group 2645 
March 7, 2005 
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